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DETAILED ACTION 

Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

3. Claims 1-13 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Yamaguchi et al. (EP 1,487,041) which is used as a translation of the previously 
published (9/12/2003) WO 03/075386 A. 

4. With regard to claim 1 , Yamaguchi teaches an electrolyte membrane comprising 
a porous substrate filled with an electrolyte polymer [0009]. Yamaguchi does not teach 
the electrolyte membrane having a ratio of the maximum value to the minimum value of 
the ionic conductivity (in plane) of no greater than 1 .5. However since Yamaguchi 
teaches biaxial drawing with an equal draw in each direction [0046] the electrolyte 
membrane of Yamaguchi should inherently exhibit the claimed property. A reference 
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which is silent about a claimed invention's features is inherently anticipatory if the 
missing feature is necessarily present in that which is described in the reference. In re 
Robertson , 49 USPQ2d 1949 (1999). 

5. Claims 2, 3, and 5 are considered product by process claims for the purposes of 
examination. 

As to ANY method limitation or order of steps recited in the present claims, it is 
noted that a method limitation incorporated into a product claim does not patentable 
distinguish the product because what is given patentably consideration is the product 
itself and not the manner in which the product was made. Therefore, the patentability of 
a product is independent of how it was made. As a result, the process steps of a 
product-by-process claim do not impart any significant property or structure to the 
claimed end product. And, if there is any different, the difference would have been minor 
and obvious. Determination of patentability of a product-by-process claim is based on 
the scope of the product itself. "[E]ven though product-by-process claims are limited by 
and defined by the process, determination of patentability is based on the product itself. 
The patentability of a product does not depend on its method of production. If the 
product in the product by process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the prior product was made by a 
different process. " 

In re Thorpe 777 F.2d 695, 698, 227 USPQ 964,966 (Fed Cir. 1985) and MPEP 2113. 



Application/Control Number: 10/593,317 Page 4 

Art Unit: 1795 

6. With regard to claims 2, 3 and 5, Yamaguchi teaches a biaxially extending 
(drawing) a membrane containing polyethylene 3.5 x 3.5 times (a ratio of 1 ) which would 
read on the claimed range [0046-0047]. 

7. With regard to claim 4, Yamaguchi teaches that the porous substrate may 
comprise a polyolefin [0009] and may be crosslinked [0015]. 

8. With regard to claim 6, Yamaguchi teaches the thickness of the substrate is less 
than 100 urn which falls within the claimed range. 

9. With regard to claims 7 and 8, Yamaguchi teaches an ion-exchange polymer 
[0030-0031] that may have a sulfonic acid group or phosphoric acid group [0034]. 

10. With regard to claims 9 and 10, Yamaguchi teaches the monomer may contain 
vinylsulfonic acid or vinylphosphonic acid [0034]. 

1 1 . With regard to claim 1 1 , Yamaguchi teaches 2-acrylamido-2- 
methylpropanesulfonic acid [0062]. 

12. With regard to claims 12 and 13, Yamaguchi teaches the membrane may be 
used in a direct methanol fuel cell [0009]. 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRENT THOMAS whose telephone number is 
(571)270-7737. The examiner can normally be reached on Monday - Thursday, 
9:00am-6:00pm (est.). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, PATRICK RYAN can be reached on (571)272-1292. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

BT 

/PATRICK RYAN/ 

Supervisory Patent Examiner, Art Unit 1795 



